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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election of Group I, claims 1-8, in the reply filed on February 4, 2008 is 
acknowledged. Because applicant did not distinctly and specifically point out the supposed 
errors in the restriction requirement, the election has been treated as an election without traverse 
(MPEP § 818.03(a)). 

Claims 9-11 are withdrawn, as drawn to a non-elected invention. 

Claim Rejections - 35 USC§112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1-8 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

4. Claims 1 and 6, and claims 2-5, 7 and 8 dependent thereon, are indefinite in the recitation 
of "high oil phenotype relative to control plants" and "altered oil content phenotype relative to 
control plants", given that it is unclear what is encompassed by "control plant" and the 
specification fails to set forth the metes and bounds of this term. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Li et al (US 
PGPub 2002/0078475 in IDS) taken with Peyret ct al (WO 95/20046 in IDS). 

8. The claims are drawn to a transgenic plant comprising a plant transformation vector that 
is comprising a nucleotide sequence that encodes or is complementary to a sequence that encodes 
a aconitase polypeptide comprising the amino acid sequence of SEQ ID NO: 2 or an ortholog 
thereof whereby the transgenic plant has a high oil phenotype relative to control plants. 

9. Li et al teach optimizing plants for seed oil production by transforming a plant with a 
gene encoding an enzyme in the beta-oxidation pathway, including aconitase (see paragraphs 16- 
17 of the Detailed Description, for example). 

10. Li et al do not specifically teach an isolated gene encoding aconitase activity. 

1 1 . Peyret et al teach a nucleic acid sequence encoding a aconitase having 87% sequence 
similarity to a nucleic acid encoding SEQ ID NO: 2. 
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12. Given the recognition of those of ordinary skill in the art of the desirability of producing 
a transgenic plant having a high oil phenotype by transforming a plant with a gene encoding an 
enzyme in the beta-oxidation pathway, such as aconitase, as taught by Li et al, it would have 
been obvious to use the method of Li et al and to modify it by substituting the aconitase coding 
sequence taught by Peyret et al, which would be considered an ortholog of the aconitase of SEQ 
ID NO: 2. Thus the claimed invention would have been prima facie obvious as a whole to one of 
ordinary skill in the art at the time it was made, especially in the absence of evidence to the 
contrary. 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth P. McElwain whose telephone number is (571) 272- 
0802. The examiner can normally be reached on increased flex time. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Anne Marie Grunberg can be reached on (571) 272-0975. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

EFM 

/Elizabeth F. McElwain/ 
Primary Examiner, Art Unit 1638 



